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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1,3-4 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Japan 2-45172 in view of Davis 764,796. 
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Japan '172 teaches the design of a coating apparatus for coating with coating 
liquid a surface of a strip-shaped body carried in a fixed direction which is comprised of 
the following elements: a primary bar 2 extending along a width direction of a carrying 
plane, which is a carrying path of the strip-shaped body; a secondary bar 1 extending in 
parallel with the primary bar and disposed at a downstream side of the primary bar; and 
a between-bars liquid reservoir disposed between the primary bar and the secondary 
bar for storing the coating liquid at a time of coating of the coating liquid; and an 
apparatus main body 10 extending below the primary and secondary bar and the 
between-bars liquid reservoir 18, which as shown in Figure 1 is formed as a space 
which extends between the primary bar, the secondary bar and backup member for 
storing the coating liquid at a time of coating of the coating liquid. Japan '172 is silent as 
to whether the apparatus main body 10 supports the primary bar, the secondary bar 
from below. However, it would have been obvious to modify the Japan '172 apparatus 
by supporting the bars from below by supporting the bars using the end walls of the 
apparatus main body 10 which extend below the bars since it is known to do so as 
taught by Davis for the obvious reason of simplification in design. Further, Japan '172 
shows in Figure 1 that the coating conditions at the primary bar which is supplied with 
the coating liquid by a coating liquid supply flow path of coating in the reservoir, and the 
secondary bar are set so where W| is a coating amount of the coating liquid that is 
deposited on the strip-shaped body at the primary bar and W 2 is a coating amount of the 
coating liquid that is deposited on the strip-shaped body after the strip-shaped body has 
passed the secondary bar since the secondary bar 1 removes coating from the web and 
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applied by the primary bar therefore the total amount of coating left on the strip as the 
strip passes the secondary bar or W2 is less than W1 but fails to teach 1 < W|/ W2 < 1 .3. 
However, it would have been obvious the secondary bar in the Japan '172 apparatus is 
capable of removing an amount of coating such the ratio of amount of coating on the 
web left on the web after the strip passes the primary and secondary bar or WV W2 is 
such that 1 < W|/ W2 < 1.3 since Japan '172 teaches optimizing the coating amount 
deposited on the strip-shaped body at the primary bar and after the strip-shaped body 
has passed the secondary bar. With respect to claim 7, Japan '172 is capable of 
coating strip-shaped body within the scope of the claim and is capable of coating the 
substrate with a liquid within the scope of claim since it teaches every element of the 
apparatus. Note it has been held that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With respect to claim 4, Japan '172 
shows in Figure 1 that the coating apparatus includes an air-liquid interface forming 
portion for forming an air-liquid interface, which is an interface between the coating 
liquid and air, at the between-bars liquid reservoir at a time of coating. With respect to 
claim 3, Japan '172 is silent as to whether or not the primary bar is wire wound bar. 
However, it would have been obvious to use as the primary roller 2 in the Japan '172 
one that is wire wound such as wire bar 1 for the obvious advantage of greater control 



Application/Control Number: 10/759,129 Page 5 

Art Unit: 1734 

of the coating amount applied by the primary roller. Japan '172 as modified is capable of 
achieving a coating amount W| which is within the scope of the claim since Japan '1 72 
as modified teaches each of the claimed structural elements of the apparatus. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Japan 2- 
45172 in view of Davis 764,796 and Saito et al 4,263,870. 

Japan '172 and Davis are applied for reasons noted above. Japan '172 is silent 
as to whether or not the primary bar is wire wound bar. However, it would have been 
obvious to use as the primary roller 2 in the Japan '172 one that is wire wound such as 
wire bar 1 since Saito et al teaches the use of wire wound bar for applying the coating 
onto the web to form a coated web for the taught advantage of greater control of the 
coating amount applied by the primary roller. Japan '172 as modified is capable of 
achieving a coating amount W| which is within the scope of the claim since Japan '172 
as modified teaches each of the claimed structural elements of the apparatus. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP§ 201.15. 

Claims 1 ,3 and 7 are rejected under 35 U.S.C. 102(e and a) as being anticipated 
by Kanke et al 2003/0049379 or under 102(a) as being anticipated under 102(a) by 
Japan 2003-53245 (Kanke et al). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
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either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Kanke et al teaches as shown in Figure 2 a coating apparatus for coating with 
coating liquid a surface of a strip-shaped body carried in a fixed direction, the apparatus 
comprising: a primary bar extending along a width direction of a carrying plane, which is 
a carrying path of the strip-shaped body; a secondary bar extending in parallel with the 
primary bar and disposed at a downstream side of the primary bar; and a between-bars 
liquid reservoir disposed between the primary bar and the secondary bar for storing the 
coating liquid at a time of coating of the coating liquid, wherein the coating apparatus 
further comprises a backup member, an assembly of elements which include platform 
elements and bar supporting elements, supporting the primary bar and the secondary 
bar from below, wherein the liquid reservoir is formed in the space defined by the 
primary bar, secondary bar and backup member. Kanke et al apparatus is capable of 
providing conditions at the primary bar and the secondary bar such that 1 < WV W 2 < 1 .3 
where W| is a coating amount of the coating liquid that is deposited on the strip-shaped 
body at the primary bar and W 2 is a coating amount of the coating liquid that is 
deposited on the strip-shaped body after the strip-shaped body has passed the 
secondary bar via adjustment of the secondary bar as taught by Kanke et al. With 
respect to claim 7, Kanke et al is capable of coating a strip-shaped body within the 
scope of the claim and is capable of coating the substrate with a liquid within the scope 
of claim since it teaches every element of the claimed apparatus. Note it has been held 
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that a recitation with respect to the manner in which a claimed apparatus is intended to 
be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). With respect to claim 3, Kanke et al teaches the primary bar is wire bar. Kanke 
apparatus is capable of achieving a coating amount W| within the scope since it 
teaches the apparatus has each of the claimed structural elements set forth in claim. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP§ 201.15. 

Claims 1 , 3 and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ichikawa et al 2004/0043154 or under 102(a) as being anticipated under 102(a) by 
Japan 2003-275642 (Ichikawa et al). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Ichikawa et al teaches as shown in Figure 1 a coating apparatus for coating with 
coating liquid a surface of a strip-shaped body carried in a fixed direction, the apparatus 
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comprising: a primary bar extending along a width direction of a carrying plane, which is 
a carrying path of the strip-shaped body; a secondary bar extending in parallel with the 
primary bar and disposed at a downstream side of the primary bar; and a between-bars 
liquid reservoir disposed between the primary bar and the secondary bar for storing the 
coating liquid at a time of coating of the coating liquid, wherein the coating apparatus 
further comprises a backup member, an assembly of elements which include platform 
elements and bar supporting elements, supporting the primary bar and the secondary 
bar from below, wherein the liquid reservoir is formed in the space defined by the 
primary bar, secondary bar and backup member. Ichikawa et al apparatus is capable of 
providing conditions at the primary bar and the secondary bar such that 1 < WV W 2 < 1 .3 
where W| is a coating amount of the coating liquid that is deposited on the strip-shaped 
body at the primary bar and W 2 is a coating amount of the coating liquid that is 
deposited on the strip-shaped body after the strip-shaped body has passed the 
secondary bar via adjustment of the secondary bar as taught by Ichikawa et al. With 
respect to claim 7, Ichikawa et al is capable of coating a strip-shaped body within the 
scope of the claim and is capable of coating the substrate with a liquid within the scope 
of claim since it teaches every element of the claimed apparatus. Note it has been held 
that a recitation with respect to the manner in which a claimed apparatus is intended to 
be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
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1990). With respect to claim 3, Kanke et al teaches the primary bar is wire bar. Kanke 
apparatus is capable of achieving a coating amount W| within the scope since it 
teaches the apparatus has each of the claimed structural elements set forth in claim. 

Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Claims 5-6 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla, can be reached on (571) 272-1231. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /) 




Brenda A Lamb 
Examiner 
Art Unit 1734 



